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DETAILED ACTION 

1 . Applicant's amendment filed 4/8/09 does not overcome some of the rejections 
set forth in the office action mailed 1/8/09, which are maintained below. The rejection 
over Erdemir in view of Klyuchnikov and Orozco has been additionally applied to claim 
31 . The newly added claims are also rejected. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 4/8/09 
has been entered. 

Claim Rejections - 35 USC § 103 

3. Claims 24, 30, 35, 44, and 50-51 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Erdemir in view of Camezind. 

The rejections of claims 24, 30, 35, 44, and 50-51 are adequately set forth in 
paragraph 2 of the office action mailed 1/8/09, which is incorporated here by reference. 
In column 4 lines 22-23 Camezind teaches that the base lubricant can be a mixture of 
polyalkylene glycol with water. While Camezind does not explicitly disclose dissolving 
the boric acid in the polyalkylene glycol before adding water, case law holds that the 
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selection of any order of mixing ingredients is prima facie obvious. In re Gibson, 39 
F.2d 975, 5 USPQ 230 (CCPA 1930). Claims 50-51 are therefore rendered obvious. 

4. Claims 32-33 and 36-37 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Erdemir in view of Camezind as applied to claims 24, 30, 35, 42, and 
44 above, and further in view of Orozco. 

This rejection is adequately set forth in paragraph 4 of the office action mailed 
1/8/09, which is incorporated here by reference. 

5. Claims 24 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Erdemir in view of Klyuchnikov and Orozco. 

This rejection is adequately set forth in paragraph 5 of the office action mailed 
1/8/09, which is incorporated here by reference. 

Allowable Subject Matter 

6. Claims 47-49 are allowed. The prior art does not teach dissolving boric acid in a 

solvent as recited in claim 47 and then adding the boric acid solution to a forming or 
machining fluid as recited in claim 47. Hall, as discussed in previous office actions, 
discloses dissolving boric acid in methanol prior to dissolving in water, but does not 
provide any reason to one of ordinary skill in the art to dissolve boric acid in methanol 
prior to adding to one of the claimed fluids. 
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Response to Arguments 

7. Applicant's arguments liave been fully considered but they are not persuasive. 
Applicant argues that the concentrate of Erdemir only refers to a dispersion rather than 
a solution, and that example 2 of Erdemir teaches away from the concentrate of claim 
30. However, Erdemir's example 2 only teaches away from a concentrate of boric acid 
in water, which is further dissolved in oil. As discussed in the previous office action, 
Erdemir also teaches that the base lubricant can be a non-aqueous solvent. Erdemir 
does not teach away from concentrates using a non-aqueous solvent as the base. 

Applicant argues that the combination of Orozco with Erdemir "leaves a person 
with a combination of an oil of grease...". However, as stated above, the base lubricant 
of Erdemir and Camezind can be a non-aqueous solvent, such as those recited in the 
claims, which can be coated by the method of Orozco. 

Applicant argues that Erdemir and Orozoco are improperly combined with 
Klyuchnikov because "the compositions of Klyuchnikov are complete in an of 
themselves". However, the Klyuchnikov reference is used to teach suitable non- 
aqueous base lubricants for the compositions of Erdemir, and proper motivation for 
combining has been set forth in the previous office action. 



Conclusion 
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Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to James Goloboy whose telephone number is (571)272- 
2476. The examiner can normally be reached on M-F 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on 571-272-1444. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

JCG /Glenn A Caldarola/ 

Acting SPE of Art Unit 1797 



